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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter w3hich the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "substantially" in claims 1, 10, and 19 is a relative term, which renders 
the claim indefinite. The term "substantially" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Claims 7 and 16 respectively recite both an apparatus and a method where "said 
sequence comprises either a sequence of addresses of said empty areas." However, 
the claims fail to recite an alternative to the "sequence of addresses of said empty 
areas." In addition, claims 7 and 16 recite the limitations "said registering means" and 
"said registering step" respectively. There is insufficient antecedent basis for this 
limitation in the claims. 

Dependent claims 2-6, 8, 9, 11-15, 17, 18, and 20 do not resolve the issues of 
the independent claims recited above. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 19 and 20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 19 and 20 are drawn to a "program" perse as recited in the preamble and 
as such are non-statutory subject matter. See MPEP § 2106.IV.B.1.a. Data structures 
not claimed as embodied in computer readable media are descriptive material perse 
and are not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a 
data structure perse held nonstatutory). Such claimed data structures do not define 
any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention, which permit the data structure's functionality to be 
realized. In contrast, a claimed computer readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed 
as computer listings perse, i.e., the descriptions or expressions of the programs are not 
physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
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other claimed elements of a computer, which permit the computer program's 
functionality to be realized. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 6, 10, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Sasaki et al. (US PGPub 2004/0013059 A1). 

Claims 1 and 6 recite a recording apparatus comprising a means for determining 
a sequence to record input data into empty areas of a recording medium and a means 
for recording input data into the empty areas wherein the sequence comprises either a 
sequence of address or a sequence of sizes of empty areas. 

The means plus function language recited in claim 1 indicates that applicant 
intends to invoke 35 U.S.C. 112 paragraph six. Where means plus function language is 
used, claim limitations are interpreted to read on only the corresponding structure 
disclosed in the specification and equivalents thereof. The disclosed structures used for 
the "means for determining" and the "means for recording" are a controller and a drive 
respectively. 
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Sasaki et al. discloses a system control section implemented by a 
microprocessor (see figure 2 and paragraph [0074]) that acquires position information 
and allocates unallocated areas of the optical disc (see paragraphs [0098] and 
[0099]). Sasaki also discloses an optical disc drive device that records data on an 
optical disc (see figure 2 and paragraph [0099]). Sasaki further teaches a sequence 
of positions, or addresses, of unallocated areas of the recording medium (see 
paragraphs [0117] - [0118]). 

The system control and the optical disc drive device taught in Sasaki are 
structural equivalents of the controller and the drive disclosed in the specification. That 
is, the system control and the optical disc drive device taught in the prior art are capable 
of performing the functions specified in the claim in the same manner as the functions 
are performed by the controller and the drive in the specification. Therefore, the prior art 
elements are deemed equivalent and the claimed limitations are met by the prior art. 

Claims 10 and 15 are drawn to the method of using the corresponding apparatus 
claimed in claims 1 and 6 respectively. Therefore method claims 10 and 15, 
corresponding to apparatus claims 1 and 6, are rejected for the same reasons of 
anticipation as used above. 

Allowable Subject Matter 

Claims 2-5, 8, 9, 11-14, 17, and 18 teach a recording apparatus and method 
comprising the following: 



Application/Control Number: 10/694,380 Page 6 

Art Unit: 2633 

• A means for registering empty areas of a recording medium in a first queue 
before data is recorded into the empty areas, deleting empty areas from the 
first queue once data has been recorded in the empty areas, and registering 
empty areas from which data has been deleted in a second queue. 

• A means for moving registered empty areas from a second queue to an 
empty first queue, while keeping the sequence of empty areas. 

• A recording means that records data into empty areas registered in the first 
queue according to a sequence and records both the first and second queue 
onto the recording medium. 

• A means for determining a sequence to record data in empty areas registered 
in a first queue. 

• A means for reading the first queue, second queue, and positional information 
from the recording medium. 

• A means to record positional information onto a recording medium 

• A means for registering empty areas of a recording medium in a first queue or 
a second queue based on a relationship between the positions of empty 
areas read by the reading means. 

The limitations recited in claims 2-5, 8,9, 11-14, 17, and 18 are neither taught nor 
an obvious variation of the prior art. 



Application/Control Number: 10/694,380 



Art Unit: 2633 



Page 7 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaTanya Bibbins whose telephone number is (571) 270- 
1 125. The examiner can normally be reached on Monday through Friday 7:30 am - 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shanon Foley can be reached on 571 272-0898. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Supervisory Patent Examiner 



